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DETALIED ACTION 

Response to Arguments 

Applicant's arguments with respect to claim 1-21 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Objections 

Claim 10-14 objected to because of the following informalities: The language 
"recording/reproducing" is considered unclear because it is not evident whether 
("recording" and "reproducing") or ("recording" or "reproducing") is being claimed. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claim 1-9 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

3. The claim recites, inter alia, "a tangible portable recording medium" (claim 1 line 
1) after close inspection, the Examiner respectfully notes that the disclosure, as a 
whole, does not specifically identify what may be included as a computer readable 
storage medium and what is not to be included as a tangible portable recording 
medium. 



Application/Control Number: 10/562,551 Page 3 

Art Unit: 2621 

4. An Examiner is obliged to give claims their broadest reasonable interpretation 
consistent with the specification during examination. The broadest reasonable 
interpretation of a claim drawn to a tangible portable recording medium (also called 
machine readable medium and other such variations) typically covers forms of non- 
transitory tangible media and transitory propagating signals perse in view of the 
ordinary and customary meaning of computer readable media, particularly when the 
specification is silent. See MPEP 21 1 1 .01 . When the broadest reasonable 
interpretation of a claim covers a signal, perse, the claim must be rejected under 35 
U.S.C. § 101 as covering non-statutory subject matter. 

5. Therefore, given the silence of the disclosure and the broadest reasonable 
interpretation, the computer readable storage medium of the claim may include 
transitory propagating signals. As a result, the claim pertains to non-statutory subject 
matter. 

6. However, the Examiner respectfully submits a claim drawn to such a tangible 
portable recording medium that covers both transitory and non-transitory embodiments 
may be amended to narrow the claim to cover only statutory embodiments to avoid a 
rejection under 35 U.S.C. $101 by adding the limitation "non-transitory" to the claim. 
Such an amendment would typically not raise the issue of new matter, even when the 
specification is silent because the broadest reasonable interpretation relies on the 
ordinary and customary meaning that includes signals per se. For additional 
information, please see the Patents' Official Gazette notice published February 23, 2010 
(1351 OG212). 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim 1-8 and 10-21 rejected under 35 U.S.C. 102(e) as being anticipated by 
Yuasa et al. (US 2002/0184457). 

Regarding Claim 1: Yuasa et al. discloses a tangible portable recording medium 
on which information is digitally recorded to be read and processed by a processor- 
based apparatus, said portable recording medium being removable from processor- 
based apparatus without powering off (these limitation has not been given 
patentable weight because the recitation occurs in the preamble. A preamble is 
generally not accorded any patentable weight where it merely recites the purpose 
of a process or the intended use of a structure, and where the body of the claim 
does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone) said processor-based 
apparatus, said digitally recorded information comprising: reproducible information 
comprising at least one of encoded compressed video information and encoded 
compressed audio information (paragraph 0006), which is related to a program to be 
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broadcasted (paragraph 0006), the reproducible information being recorded on the 
portable recording medium in such manner as to be capable of being decoded, 
decompressed, and reproduced by the processor-based apparatus (paragraph 0006); 
a reservation set command for recorded on the portable medium in relationship with the 
reproducible information in such manner as to be capable of being executed by the 
processor-based apparatus (paragraph 0130), while the reproducible information is 
being reproduced or in response thereto, to set a reservation of video recording and/or 
audio recording of the program (fig. 4 element 2001 to 2009); and program attribute 
information including at least a broadcast start time of the program (paragraph 0087 
broadcast schedule with start date and time), which is recorded on the portable 
recording medium in relationship with the reproducible information and the reservation 
set command in such manner as to be capable of being used by the processor-based 
apparatus to set the reservation (fig. 5 element 2101 to 2104). 
Regarding Claim 2: Yuasa et al. discloses a portable recording medium according to 
claim 1 . the digitally recorded information further comprising video information digitally 
recorded (paragraph 0097 digital demodulation) on the portable medium in such 
manner as to be capable of being used bv the processor-based apparatus during 
(paragraph 0099) reservation setting to select w hether a reservation of video recording 
and/or audio recording of the program is set or not (paragraph 0023); wherein when a 
selection is made to set a reservation of video recording and/or audio recording of the 
program, the reservation set command functions as a command for setting the 
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reservation of video recording and/or audio recording of the program (paragraph 0023 
and 0025). 

Regarding Claim 3: Yuasa et al. discloses a portable recording medium according to 
claim 1, wherein the reservation set command and the program attribute information are 
contained in reproduction control information of a video unit (paragraph 0106 and 
0187); the reproduction control information being placed at a leading end of each video 
unit (paragraph 0128 MPEG format); the video unit comprising an l-picture, data of 
which is compressed within a frame, a P-picture, data of which is compressed with 
motion compensation of the l-picture preceding in time, and a B-picture, data of which is 
compressed with motion compensation of the l-picture or P-picture preceding or 
following in time (paragraph 0128 MPEG format). 

Regarding Claim 4: Yuasa et al. discloses a portable recording medium according to 
claim 1, the digitally recorded information further comprising an identification number 
for identifying the program attribute information (fig. 4 element 2001-2009); wherein the 
reservation set command and the identification number are contained in reproduction 
control information of a video unit (paragraph 0106); the reproduction control 
information being placed at a leading end of each video unit; the video unit comprising 
an l-picture, data of which is compressed within a frame, a P-picture, data of which is 
compressed with motion compensation of the l-picture preceding in time, and a B- 
picture, data of which is compressed with motion compensation of the l-picture or P- 
picture preceding or following in time (paragraph 0128 MPEG format). 
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Regarding Claim 5: Yuasa et al. discloses a portable recording medium according to 
claim 1, wherein the reservation set command and the program attribute information are 
contained in a command table in a management area placed in a lump in the portable 
recording medium, the command table being referenced after the program ends (fig. 4 
content management information 2000 as a whole description). 

Regarding Claim 6: Yuasa et al. discloses a portable recording medium according to 
claim 1 , the digitally recorded information further comprising an identification number 
for identifying the program attribute information (fig. 4 content management 
information 2000 as a whole description); wherein the reservation set command and 
the program attribute information are contained in a command table in a management 
area placed in a lump in the portable recording medium, the command table being 
referenced after the program ends (fig. 4 content management information 2000 as a 
whole description). 

Regarding Claim 7: Yuasa et al. discloses a portable recording medium according to 
claim 1 , the digitally recorded information further comprising an identifier indicating 
whether the portable recording medium holds the reservation set command and the 
program attribute information or not (paragraph 0125 and fig. 4). 

Regarding Claim 8: Yuasa et al. discloses a portable recording medium according to 
claim 1, wherein the portable recording medium comprises a reproduction-only area and 
a recordable area (paragraph 0145 and 0147); the reproduction-only area holding the 
reproducible information, the reservation set command, and the program attribute 
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information (paragraph 0145 and 0147); the recordable area being an area, in which 
video recording and/or audio recording of the program can be made (paragraph 0145, 
0147 and fig. 3 element 1231, 1270). 

Regarding Claim 10: Yuasa et al. discloses a video recording/reproducing apparatus 
for reproducing data from the reproducible information recorded on the portable 
recording medium of claim 1 ; the video recording/reproducing apparatus comprising: at 
least one processor configured to: obtain the reservation set command of the portable 
recording medium (paragraph 0130) and obtain program attribute information in 
accordance with the reservation set command and setting a reservation of video 
recording and/or audio recording in accordance with the program attribute information 
(paragraph 0145 and 0147). 

Regarding Claim 11: Yuasa et al. discloses a video recording/reproducing apparatus 
for reproducing data from the reproducible information recorded on the portable 
recording medium of claim 5, the video recording/reproducing apparatus comprising: at 
least one processor configured to obtain the reservation set command, with reference to 
a command table after the program ends (paragraph 0180 and fig. 10); set a 
reservation of video recording and/or audio recording on the basis of the program 
attribute information in accordance with the reservation set command when a selection 
is made to set a reservation of video recording and/or audio recording of the program 
(paragraph 0152-0153). 
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Regarding Claim 12: Yuasa et al. discloses a video recording/reproducing apparatus 
for reproducing data from the reproducible information recorded on the portable 
recording medium of claim 4, the video recording/reproducing apparatus comprising: at 
least one processor configured to obtain the reservation set command of the portable 
recording medium (paragraph 0152-0153); and obtain program attribute information 
corresponding to the identification number in accordance with the reservation set 
command and set a reservation of video recording and/or audio recording on the basis 
of the program attribute information (paragraph 0152-0153). 

Regarding Claim 13: Yuasa et al. a video recording/reproducing apparatus for 
reproducing data from the reproducible information recorded on the portable recording 
medium of claim 7, the video recording/reproducing apparatus comprising: at least one 
processor configured to: determine whether a reservation of video recording and/or 
audio recording in accordance with the reservation set command is set or not, on the 
basis of an identifier held in the portable recording medium (fig. 6); obtain the 
reservation set command of the portable recording medium in accordance with a result 
of the determination of whether the reservation is set or not (fig. 6); and the program 
attribute information in accordance with the reservation set command, and set a 
reservation of video recording and/or audio recording on the basis of the program 
attribute information (fig. 6). 

Regarding Claim 14: Yuasa et al. discloses a video recording/reproducing apparatus 
for reproducing data from the reproducible information recorded on the portable 
recording medium of claim 8, the video recording/reproducing apparatus comprising: at 
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least one processor configured to: obtain the reservation set command of the portable 
recording medium (fig. 6); and obtain the program attribute information in accordance 
with the reservation set command, and set a reservation of video recording and/or audio 
recording in a recordable area on the basis of the program attribute information (fig. 6). 

Regarding Claim 15: Yuasa et al. discloses a video reproducing apparatus for 
reproducing data from the reproducible information recorded on the portable recording 
medium of claim 1, the video reproducing apparatus comprising: at least one processor 
configured to: obtain the reservation set command of the portable recording medium 
(fig. 6); obtain the program attribute information in accordance with the reservation set 
command (fig. 6); and cause the program attribute information to be transmitted from 
the video reproducing apparatus (fig. 3 element 1394). 

Regarding Claim 16: Yuasa et al. discloses a video recording apparatus comprising: at 
least one processor configured to: receive the program attribute information transmitted 
from the video reproducing apparatus of claim 15; set a reservation of video recoding 
and/or audio recording on the basis of the received program attribute information (fig. 
6); and record the program in accordance with the reservation of video recording and/or 
audio recording, which has been set (fig. 11). 

Regarding Claim 17: Yuasa et al. discloses a video recording/reproducing apparatus 
for reproducing data from the reproducible information recorded on the portable 
recording medium of claim 1, the video recording/reproducing apparatus comprising: at 
least one processor configured to : reproduce data from the portable recording medium 
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(paragraph 0006); obtain the reservation set command of the portable recording 
medium (paragraph 0087-0088); obtain the program attribute information in 
accordance with the reservation set command and setting a reservation of video 
recording and/or audio recording on the basis of the program attribute information 
(paragraph 0087-0088); and record the program in accordance with the reservation of 
video recording and/or audio recording, which has been set (paragraph 0087-0088). 

Regarding Claim 18: Yuasa et al. discloses a recording/reproducing method of reading 
and processing data from the information digitally recorded on the portable recording 
medium of Claim 1 , the method comprising the steps of: reading at least part of the 
reproducible information stored on the portable recording medium related to the 
program, and reproducing data from the read reproducible information (paragraph 
0087-0088); obtaining the reservation set command of the portable recording medium 
(paragraph 0087-0088); and obtaining the program attribute information in accordance 
with the reservation set command and setting a reservation of video recording and/or 
audio recording on the basis of the program attribute information (paragraph 0087- 
0088). 

Regarding Claim 19: Yuasa et al. discloses a method of reading and processing 
data from the information digitally recorded on the portable recording medium of Claim 
1 , the method comprising the steps of: reading at least part of the reproducible 
information stored on the portable recording medium related to the program, and 
reproducing data from the read reproducible information (paragraph 0145); obtaining 



the reservation set command of the portable recording medium (Fig. 5); obtaining the 
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program attribute information in accordance with the reservation set command; and 
sending the program attribute information (Fig. 5). 

Regarding Claim 20: Yuasa et al. discloses a video recording method comprising the 
steps of: receiving the program attribute information sent by in accordance with Claim 
19 (Fig. 6); setting a reservation of video recording and/or audio recording in 
accordance with the program attribute information, which has been received (Fig. 6); 
and recording the program in accordance with the reservation of video recording and/or 
audio recording, which has been set (Fig. 6). 

Regarding Claim 21: Yuasa et al. discloses a portable recording medium according to 
claim 1, wherein the digitally recorded information further comprises button display 
video information, which includes information related to the reservation, digitally 
recorded on the portable medium in such manner as to be capable of being used by the 
processor-based apparatus for displaying at least one button overlaid on a displayed 
image which is related to the program to be broadcasted (paragraph 0155 and 0313). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claim 9 rejected under 35 U.S.C. 103(a) as being unpatentable over Yuasa et al. 
(US 2002/0184457); as applied to claim1-8 and 11-21 above, and further in view of Mori 
et al.(US 5,854,873). 

Regarding Claim 9: Yuasa et al. discloses a portable recording medium according to 
claim 8, further Yuasa et al. did not discloses, however Mori et al. disclose wherein the 
portable recording medium is a single-sided dual-layer recording medium comprising a 
first recording layer and a second recording layer (column 13 line 66 to column 14 
line 16: RS1 and RS2); the first recording layer comprising the reproduction-only area 
(column 14 lines 4-10: It is noted that RS1 or RS2 can read data, since reading 
required to have a predetermined data stored in); the second recording layer 
comprising the recordable area (column 14 line lines 4-10: Each layer RS1 or RS2 
that is not reserve for reproduction only is a recording area). 

It would have been obvious to one ordinary skill in the art at the time of the 
invention was made to combine Mori et al. invention into Yuasa et al. invention in order 
to have a larger capacity of optical disc. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL TEKLE whose telephone number is (571)270- 
1117. The examiner can normally be reached on 7:30am to 5:00pm M-R and 7:30-4:00 
Every other Friday.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter-Anthony Pappas can be reached on 571-272-7646. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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